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Art Unit: 1648 

DETAILED ACTION 

The Examiner and/or Art Unit location of your application in the PTO has changed. To 
aid in correlating any papers for this application, all further correspondence regarding this 
application should be directed to Examiner Agnieszka Boesen Group Art Unit 1648. 



Applicants called on April 27, 2006 to question the Election/Restriction requirement 
mailed December 30, 2005. Applicants noted that in other cases the inventions are separated 
into products, methods of using and methods of making. In this instance the prior examiner had 
grouped methods of using and methods of makin^into the same group, but separated the 
polynucleotides as "partial" or "complete." Applicants' demanded that the Office issue a new 
Election/Restriction requirement, separating the products from the methods of making and using 
the compostions. Upon review and reconsideration the Election/Restriction requirement mailed 
mailed December 30, 2005 is herby vacated and the following new Election/Restriction is issued. 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 



Group # 


Linking 
claims 


Claims 




1 


67, 70 


71,72, 129 


A composition comprising a "complete" HPIV2 
polyhexameric genome in a particle. 
The genome must possess N, P and L protein 
The composition is isolated, infectious, self-replicating. 
The "recombinant" requirement is read as a process (product- 
by-process) limitation, because it does not add to the structure 
of the composition, classified in class 424, subclass 211.1. 


2 


67, 70 


72, 83, 85, 
86, 129 


A composition comprising a "partial" HPIV2 polyhexameric 
genome in a particle. 

The genome must possess N, P and L protein 

The composition is isolated, infectious, self-replicating. 

The composition is isolated, infectious, self-replicating, 
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The "recombinant" requirement is read as a process (product- 
by-process) limitation, because it does not add to the structure 
of the composition, classified in class 424, subclass 211.1. 


3 


67, 73 


74, 75, 76, 
255 278 


Attenuating mutation HPIV3 JS cp45 

Target at 948 and/or 1566 HPIV2 L protein, classified in class 
424, subclass 21 1.1. 


4 


67, 73 


74, 77, 78, 
82 


Attenuating mutation from RSV. 

Target at Phe 460 in HPIV2 L, classified in class 424, subclass 
211.1. 


5 


67, 73 


74, 79, 80 


Attenuating mutation from BPIV3 

Target at Ser 1724 in the HPIV2 L protein is a substitution, 
classified in class 424, subclass 211.1. 


6 


67, 73 


74, 79, 80, 
81 


Attenuating mutation from BPIV3 

Target at Ser 1724-1725 in the HPIV2 L protein is a deletion, 
classified in class 424, subclass 211.1. 


7 


67, 83 


84, 85, 86, 
124, 125-128 


Nucleotide modification resulting in a phenotypic change. A 
nucleotide modification can be an insertion, deletion or 
snh^tihition Resulting in the following nhenotvnic chanee* 
Attenuation 

Temperature sensitivity 

Cold-adantation 

VUIU CIVJClL/lClllWll 

Plaque size 
Host-range restriction 

Chanee in immunoeenicitv, classified in class 424, 
subclass 211.1 


o 
o 


o / , OJ 


Jtt 87 88 


Nucleotide modification (insertion^ to encode a non-PIV 
molecule where the molecule is a cytokine, classified in class 
424, subclass 21 1.1. 


9 


67, 83 


87 


Nucleotide modification (insertion) to encode a non-PIV 
molecule where the molecule is a T-helper epitope, classified 
in class 424, subclass 211.1. 


10 


67, 83 


87 


Nucleotide modification (insertion) to encode a non-PIV 
molecule where the molecule is a restriction site marker. 


11 


67, 83 


87, 


Nucleotide modification (insertion) to encode a non-PIV 
molecule where the molecule is a nrotein of a microbial 
(bacteria or virus) pathogen, classified in class 424, subclass 
211.1 


12 


67, 89 


90, 94, 95, 
98,99, 100, 
101, 102, 
103, 104 


HPIV2 chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 
in addition to the HPIV2 genes. The supernumerary 
heterologous gene is HPIV1 HN, classified in class 424, 
subclass 21 1.1. 


13 


67, 89 


100, 104 


HPIV2 chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 
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in siHHitirm tn thp T-TPT\/9 crpnps Thp siinernnmprarv 

111 CUllllllVJll IU Lilt/ fill Vt tidlCo. 111^ OUIJWlllUlll^'lCU Jr 

heterologous gene is HPIV1 F, classified in class 424, subclass 
211.1. 


14 


67, 89 


90, 94, 95 


HPIV2 chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 

in aHHition tn thp T-JP1A/9 opnpQ TTip siinprnnmprarv 

ill ClUvllllUll WJ 1111/ 111 1 V clv-llVO. 1 11W jUUVlliUlllwCU V 

heterologous gene is HPIV2 F, classified in class 424, subclass 
211.1. 


15 


67, 89 


90, 94, 95, 
100, 104 


HPIV2 chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 

in ciHHitinn tr» thp T-TPT\/9 opnpc Thp Qimprnnmprarv 
ill duuiiiuii iu uic n.i i v z, i iiv ouptiiiuiiivi cu y 

heterologous gene is HPIV3 HN, classified in class 424, 

QiihclaQ^ 911 1 


16 


67, 89 


90, 94, 95 


HPIV2 chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 

in aHHition tn thp 1-TPTV9 penes The sunemumerarv 

111 CI 11 111 111/ 11 WJ 1111/ 111 1 V gVvllViJ. 1 UV O U|7vl 11 14-11 1^1 CU j 

heterologous gene is HPIV3 F, classified in class 424, subclass 
211.1. 


17 


67, 89 


68, 92 


HPIV2 chimera with at least one different HPIV N, P or L 

nrntpin 

JJlUidll. 


18 


67, 89 


68, 89, 120, 
123 


HPIV2 /BPIV3 chimera with at least one different BPIV3 N, P 

r\r T nrntpin p1n<j<;ifipH in class 494- siihclass 911 1 

KJl L^i UlUlVlll, WldOJlllVU 111 VvlClOD i j O UUV 1 CIO J I 1.1. 


1 Q 

i y 


O / , 57 


Q0 Q4 QS 

"u, 7t, yj 


T-TPTV9 phimpra with a hptprolooons ppnp encoHinp antigenic 

111 1 IvlllllldCl Willi a HC'lwlUlUglJUO £t/ll^ W11V/V/141U££ CUillgVylllV 

determinant with an added gene sequence. The supernumerary 
hptprnlnomns opno i'c mpQclpc virus HA classified in class 494 

llVlt'l vlVjgjVJtlkJ c^Vllt^ 1J 111V«*91V3 Til Uj AKr^j WlUOOlllVU 111 vlUJJ ' • , 

subclass 21 1.1. 




U/, 07 


Q1 


14PTV9 chimera with a heterolopous *?ene includes a reeulatorv 

111 1 V ±* Vvllllllwl Cl Willi Cl HWlVl vlUfcWUO gvllv lllvlUUvJ C* 1 vgUIUlVl J 

element, classified in class 424, subclass 211.1 . 


91 


U/j 07 


Q^ Q6 

7Jj 7U 


14PTV9 chimera with a heterologous measles virus natho2en 

111 x T W111111V1CI Willi Cl 11V Ivl UlvgU UJ IllvajlCJ TU \M<J puillvgvii 

sequence, classified in class 424, subclass 212.1. 


99 




OA Q7 

7Jj 7U, 7 / 


T-TP1A/9 chimera with a heterologous RSV suh&rnun A 

111 1 V 1/111111V1& Willi Cl 11V IV1 UlvgUUiJ l\kJ T jUUgl Ulip 

pathogen sequence, classified in class 424, subclass 211.1 . 


9^ 


67 RQ 


Ql Q6 Q7 

yj, 7U, y i 


T4PTV9 chimera with a heterologous RSV suhfrrnun R virus 

111 1 V Z. ^/llllil^/1 CX Willi Cl llvlVl Ul vgvUO T oUUgl UU|/ *-* ▼ 11 \A>j 

pathogen sequence, classified in class 424, subclass 207.1. 


94 


67 RQ 

O / , 07 


Q^ Q6 

7J, 7U 


T4PTV9 chimera with a heterolopous miimns virus nathopen 

111 1 V VxllllllWlCl Willi Cl ULlvlulvtUUO UlUlUlJij Til CI J U/CltllvygV/li 

sequence, classified in class 424, subclass 211.1. 


25 


67, 89 


93,96 


HPIV2 chimera with a heterologous human papilloma virus 

pathogen sequence, classified in class 424, subclass 211.1. 


26 


67, 89 


93,96 


HPIV2 chimera with a heterologous HIV type 1 virus 
pathogen sequence, classified in class 424, subclass 208.1 . 


27 


67, 89 


93,96 


HPIV2 chimera with a heterologous HIV type 2 virus 
pathogen sequence, classified in class 424, subclass 208.1. 


28 


67, 89 


93,96 


HPIV2 chimera with a heterologous HSV virus pathogen 
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sequence, classified in class 424, subclass 211.1. 


29 


67, 89 


93,96 


HPIV2 chimera with a heterologous cytomegalovirus 
pathogen sequence, classified in class 424, subclass 211.1. 


30 


67, 89 


93, 96 


HPIV2 chimera with a heterologous rabies virus pathogen 
sequence, classified in class 424, subclass 211.1 . 


31 


67, 89 


93,96 


HPIV2 chimera with a heterologous human 
metapneumovirus pathogen sequence, classified in class 424, 
subclass 211.1. 


32 


67, 89 


93, 96 


HPIV2 chimera with a heterologous Epstein Barr virus 
pathogen sequence, classified in class 424, subclass 211.1. 


33 


67, 89 


93, 96 


HPIV2 chimera with a heterologous filovirus pathogen 
sequence, classified in class 424, subclass 211.1. 


34 


67, 89 1 


93, 96 


HPIV2 chimera with a heterologous bunyavirus pathogen 
sequence, classified in class 424, subclass 211.1. 


35 


67, 89 


93,96 


HPIV2 chimera with a heterologous flavivirus pathogen 
sequence, classified in class 424, subclass 211.1. 


36 


67, 89 


93,96 


HPIV2 chimera with a heterologous alphavirus pathogen 
sequence, classified in class 424, subclass 211.1 . 


37 


67 89 


93 96 


HPIV2 chimera with a heterologous influenza virus pathogen 
sequence, classified in class 424, subclass 211.1 . 


38 


67, 89 


105, 106, 
107 


HPIV2 chimera with an attenuating mutation HPIV3 JS cp45 
Tareet at 948 and/or 1566 HPIV2 L orotein, classified in class 
424, subclass 21 1.1 


39 


67, 89 


105, 108, 
109 


HPIV2 chimera with an attenuating mutation from RSV with a 
substitution at corresponding target position Phe 460 in 
HPIV2 L protein, classified in class 424, subclass 211.1. 


40 


67 89 


105 111 

1 \J ~s , 111, 

123 


HPTV2 chimera with an additional attenuating mutation from 
BPIV3. Here the target at Ser 1724 in the HPIV2 L protein is a 
substitution, classified in class 424, subclass 211.1. 


41 


67, 89 


105,111, 
112 


HPIV2 chimera with an additional attenuating mutation from 
BPIV3. Here the target at Ser 1724 in the HPIV2 L protein is a 
deletion, classified in class 424, subclass 211.1. 


42 


67, 89 


105, 114, 
115, 


HPIV2 / HPIV1 chimera that comprises an additional 
attenuating mutation, classified in class 424, subclass 21 1.1. 


43 


67, 89 


105, 113, 
116, 117, 
118 


HPIV2 chimera that comprises an additional attenuating 
mutation (insertion deletion, substitution) resulting in any one 
of the folio wine ohenotvoic changes: 
Attenuation 

Temperature sensitivity 
Cold-adaptation 
Plaque size 
Host-range restriction 
Change in immunogenicity 
Here the attenuation is a partial or complete deletion of HPIV2 
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V, classified in class 424, subclass 211.1. 


44 
tt 




116 119 


1-TPTV7 chimera that comnrises an additional attenuating 

111 1 V £~ V111111W1CI UiCll t-UIllUllJ^J Clll UUU1 ll\J lLCll UllVXIUUllllg 

mutation (insertion) resulting in a phenotypic change where the 
inserted non-PIV molecule is a cytokine, classified in class 
424, subclass 21 1.1. 


4S 


\J 1 , 07 


116 119 


HPTV? chimera that comnrises an additional attenuating 
mutation (insertion) resulting in a phenotypic change where the 
inserted non-PIV molecule is a T-helper epitope, classified in 
class 424, subclass 211.1. 




67 89 


116 119 

1 1 u, 117 


1-TPTV9 chimera that comprises an additional attenuating 

111 1 V tL> wllllllV/lCl U1.CII vv/lllL/1 lav J CUl Clvlvll 11V/11CU UlVvllUUUUg 

mutation (insertion) resulting in a phenotypic change where the 
inserted non-PIV molecule is a restriction site marker, 
classified in class 424, subclass 211.1. 


47 


67, 89 


116, 119 


HPIV2 chimera that comprises an attenuating mutation 
(insertion) resulting in a phenotypic change where the inserted 
non-PIV molecule is a protein of a microbial pathogen 
Hiartpria or vims^ classified in class 424 subclass 277 1 


48 


1 


2, 3, 4, 5, 


A method of making a composition comprising a "complete" 
HPIV2 polyhexameric genome in a particle. 
The genome must possess N, P and L protein 
The composition is isolated, infectious, self-replicating. 
The "recombinant" requirement is read as a process (product- 
by-process) limitation, because it does not add to the structure 
of the composition, classified in class 435, subclass 5. 


40 


i 
i 


9^4 

Z, J, T", 


A mp>thr*H r\f* mnlrino n rr\mr\nci ti r\r\ pnmnrisinCT a "mif^isil" 
r\ IIICIIIUU Ul lilcullllg d L,UllljJVJMUUll IvUilljJl liMllg d 11*11 

HPIV2 polyhexameric genome in a particle. 

The genome must possess N, P and L protein 

The composition is isolated, infectious, self-replicating. 

Thp composition is isolated infections self-renlicatincr 

1 11C ^IJlllUUolllWll lo loUlCll^ll, 1111 11 \JUO, Ol/ll 1 WJJ11VCIL111££< 

The "recombinant" requirement is read as a process (product- 
by-process) limitation, because it does not add to the structure 
of the composition, classified in class 435, subclass 5. 


s"0 


1 Q 


11 1 1 \*\ 

1 1 ? 1 Z., 1 J, 

14 


A mpthnH nf makinc a composition comnrisinc* an attenuating 

r\ HldllUli Ul lllCUvlUg <X ^L/lll|-/V-/ DILI KJli KsKJlll^JL lolllg Clll ClllVllLlClLlllg 

mutation HPIV3 JS cp45 

Target at 948 and/or 1566 HPIV2 L protein, classified in class 
435, subclass 5. 


51 

mJ 1 


1 9 


15, 16 


A method of making a composition comprising an attenuating 
mutation from RSV. 

Target at Phe 460 in HPIV2 L, classified in class 435, subclass 
5. 


52 


1,9 


17, 18 


A method of making a composition comprising an attenuating 
mutation from BPIV3 

Target at Ser 1724 in the HPIV2 L protein is a substitution, 
classified in class 435, subclass 5. 
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53 


1,9 


17, 18, 19 


A method of making a composition comprising an attenuating 
mutation from BPIV3 

Target at Ser 1724-1725 in the HPIV2 L protein is a deletion, 
classified in class 435, subclass 5. 


54 


1,21 


8, 20,21,22, 
23, 24, 25 


A method of making a composition comprising a nucleotide 
modification resulting in a phenotypic change. A nucleotide 
modification can be an insertion, deletion or substitution. 

JVColUllllg 111 UlC iUllUWlIlg pilvIlUiypiC CllallgC. 

Attenuation 

Temperature sensitivity 

fnlH-aHantatinn 

Plaque size 
Host-range restriction 

Change in immunogenicity, classified in class 43 5 , 
subclass 5 


55 


1,21, 
27 


25, 26, 


A method of making a composition comprising a nucleotide 
modification (insertion) to encode a non-PIV molecule where 
the molecule is a cytokine, classified in class 43 5 , subclass 5. 


JO 


1 91 

1, Zl, 

27 


9S 98 

ZJ, zo 


A mpfbnH nf making a romnosition comnrisint? a nucleotide 

/ V HlVlllwU Ul 1 llClIVll 1 CI LUlllUUiJltlUll VVlllUl iJlllft Ci llUvlvvUUv 

modification (insertion) to encode a non-PIV molecule where 
the molecule is a T-helper epitope, classified in class 435, 
subclass 5. 


j / 


1 91 

1, Zl, 

27 


9S 9R 

ZJ, zo 


A mpfVinH r\f TYiaVino a pnmnnsition rnmnnsmo a nucleotide 

modification (insertion) to encode a non-PIV molecule where 
the molecule is a restriction site marker, classified in class 
435, subclass 5. 


58 


1,21, 
27 


25,28 


A method of making a composition comprising a nucleotide 
modification (insertion) to encode a non-PIV molecule where 

thf* mnlpmilp i<s n nrnfpin nf ji mirrnhial fhsn*tf»ria or virns^ 

111C HlUlCCUlv 12) <X |il Ulvlll Ul A till VI UUI41 \ Udvlvl ■<* IM Til 113/ 

pathogen, classified in class 435, subclass 5. 


59 


1,27, 


32,33,35- 
40, 42 


A method of making a composition comprising HPIV2 
chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 
in addition to the HPIV2 genes. The supernumerary 

hptprnlrionn<2 opnp is 1-TPfVI HN classified in class 4^S 

subclass 5. 


60 


1 27 


32 33 37 
39 


A method of making a composition comprising HPIV2 
chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 
in addition to the HPIV2 genes. The supernumerary 
heterologous gene is HPIV1 F, classified in class 435, subclass 
5. 


61 


1,27 


32,33,37, 
39 


A method of making a composition comprising HPIV2 
chimera with a heterologous gene encoding antigenic 
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determinant. The new gene segment is added (supernumerary) 
in addition to the HPIV2 genes. The supernumerary 
hptcmlopniis pcnc is HPIV2 V classified in class 415 subclass 

5. 


62 


1,27 


32, 33, 37, 
39, 42 


A method of making a composition comprising HPIV2 
chimera with a heterologous gene encoding antigenic 
determinant. The new gene segment is added (supernumerary) 
in addition to the HPIV2 genes. The supernumerary 

heterolooons opnp is HPIV^ HTNI classified in class 4^S 

subclass 5. 

— 


UJ 


1 97 


32 33 37 
39, 42 


A mpthoH of maVincr pi comnosition rnmnridn(T T-TPfV^ 

A llll/lllUU v/1 llluJvlilii CI ^ulilUUjUlUll I/VJIULJI lOUlg, 111 1 V 4- 

chimera with a heterologous gene encoding antigenic 
determinant The new £?ene segment is added (sunernumerarv^ 

VI V IV1 111111C4.11 1> 1 llv llv VV C^V/llV/ Ovglllvlll 1 J UUVIvVl I O UL/V1 11 Ulllvl Ml J J 

in addition to the HPIV2 genes. The supernumerary 
heterologous gene is HPIV3 F, classified in class 435, subclass 
5. 


64 


1,27 


6, 30 


A method of making a composition comprising HPIV2 
chimera with at least one different HPTV N P or T, nrotein 

l/llllUV/lCl Willi CI I IVClol \J 1 IV Ulllvl Will 111 1 V l^, 1 vl l-J jpivlwlll. 


65 


1,27 


6, 58-61 


A method of making a composition comprising HPIV2/BPIV3 
chimera with at least one different BPIV3 N, P or L protein. 




1 97 


11 19 11 


A mpthnH r»f* mnViTio n pnmnrwition pomnriQincy T-TP1A/9 

t\ lllClllUvl V/1 lll£Uvlill£ <X l>UlllJJv/iM V/V/111JJ1 lOlllg, 111 1 V L 

chimera with a heterologous gene encoding antigenic 
determinant with an added gene sequence. The supernumerary 
heterologous pene is measles virus HA. classified in class 435 

1 IV IV I UlUulvUj tiVllV lO lllVAoll'J Til vl k3 vlUOJlllVU 111 vIUO J « ^ 5 

subclass 5, 


67 


1,27 


29 


A method of making a composition comprising HPIV2 
chimera with a heterolopous £*ene includes a reffulatorv 

V/llllllV/l & V V 1 LI 1 CI llvlvl UlU&v/UiJ u^UW lllVlUUv<3 CI 1 UlUlvl T 

element, classified in class 435, subclass 5. 


68 


1,27 


31,34 


A method of making a composition comprising HPIV2 

phimpra with a heterologous itipsicIpc virus oathocren senuence 

VllllllWlA Willi CL llVlvHJlVJftUUJ lUVrtJIVO Til IMS JJGlllV/^Vll JvVjUVllVv; 

classified in class 435, subclass 5. 


69 


1,27 


31,34 


A method of making a composition comprising HPIV2 

phimprsi with « hptprolocroiiQ USIV ciihcrrmin A oathoopn 

C/llllllCid Willi d llVHWl vJlvJeiU Uj IV t dUUgl UU|J JJCUUUgVll 

sequence. 


70 


1,27 


31,34 


A method of making a composition comprising HPIV2 

phimpra with n hptprr^lf^crmiQ USV cnhornnn R virus nathoo'Pn 
ciiiiiicia Willi a iiciciuiuguuo rVkj v suugi uujj l» V11U5 paiiiugt/ii 

sequence, classified in class 435, subclass 5. 


71 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous mumps virus pathogen sequence, 
classified in class 435, subclass 5. 


72 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous human papilloma virus 
pathogen sequence, classified in class 435, subclass 5. 


73 


1,27 


31,34 


A method of making a composition comprising HPIV2 



Application/Control Number: 10/667,141 
Art Unit: 1648 



Page 9 









chimera with a heterologous HIV type 1 virus pathogen 
sequence, classified in class 435, subclass 5. 


74 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous HIV type 2 virus pathogen 
sequence, classified in class 435, subclass 5. 


75 


1,27 


31,34 


A of making a composition comprising HPIV2 chimera with a 
heterologous HSV virus pathogen sequence, classified in class 
435, subclass 5. 


76 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous cytomegalovirus pathogen 
sequence, classified in class 435, subclass 5. 


77 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous rabies virus pathogen sequence, 
classified in class 435, subclass 5. 1 


78 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous human metapneumovirus 
pathogen sequence, classified in class 435, subclass 5, 


79 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous Epstein Barr virus pathogen 
sequence, classified in class 435, subclass 5. 


80 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous filovirus oathoeen sequence, 
classified in class 435, subclass 5. 


81 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous bunvavirus pathogen sequence, 
classified in class 435, subclass 5. 


82 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous flavivirus pathogen sequence, 
classified in class 435, subclass 5. 


83 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous alphavirus pathogen sequence, 
classified in class 435 subclass 5. 

VIMJ Jill VVA 111 Vli4k/k/ > *S % k^UWlWUkJ • 


84 


1,27 


31,34 


A method of making a composition comprising HPIV2 
chimera with a heterologous influenza virus pathogen 
sequence, classified in class 435, subclass 5. 


RS 

OJ 


1 77 

1, LI 


At, 44 4S 


A mpfhoH of makinp a comnosition comnrisinf? HPIV2 
chimera with an attenuating mutation HPIV3 JS cp45 
Target at 948 and/or 1566 HPIV2 L protein, classified in class 
435, subclass 5. 


86 


1,27 


43, 46, 47 


A method of making a composition comprising HPIV2 
chimera with an attenuating mutation from RSV with a 
substitution at corresponding target position Phe 460 in 
HPIV2 L protein, classified in class 435, subclass 5. 


87 


1,27 


43, 48, 49 


A method of making a composition comprising HPIV2 
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HPIV2 L protein, classified in class 435, subclass 5. 


87 


1,27 


43, 48, 49 


A method of making a composition comprising HPIV2 
chimera with an additional attenuating mutation from BPIV3. 
Here the target at Ser 1724 in the HPIV2 L protein is a 
substitution, classified in class 435, subclass 5. 


88 


1,27 


43, 48, 48, 
50 


A method of making a composition comprising A of making a 
composition comprising HPIV2 chimera with an additional 
attenuating mutation from BPIV3. Here the target at Ser 1724 
in the HPIV2 L protein is a deletion, classified in class 435, 
subclass 5. 


89 


1,27, 


43,51,52, 
53-56, 62-66 


A method of making a composition comprising HPIV2 
chimera that comprises an additional attenuating mutation 
(insertion deletion, substitution) resulting in any one of the 
following phenotypic changes: 
Attenuation 

Temperature sensitivity 

Cold-adaptation 

Plaque size 

Host-range restriction 

Change in immunogenicity 
Here the attenuation is a partial or complete deletion of HPIV2 
V, classified in class 435, subclass 5. 


90 




183,232 


A method of vaccinating a subject to elicit an immune response 
against PIV, classified in class 435, subclass 5. 



The inventions are distinct, each from the other because of the following reasons: 

Inventions (l)-(47) are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions, represent structurally different viral particles having different polynucleotides. 
Therefore, where structural identity is required, such as for hybridization or expression using the 
polynucleotide, the different sequences have different effects. The different sequences also will 
encode different epitopes, so that the protein they encode have different effects. 

Groups 1-47 are compositions and are distinct from groups 48-90 which are drawn to 
methods. Groups 1-47 are compositions and each is distinct from the other because they contain 
different materials. Though there may be overlap for these groups, the search for one group 
(structure) will not be coextensive with that of the other group. 
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Groups 48-89 are drawn to methods and each is distinct from the other because they 
utilize different starting materials, therefore the outcomes are not be expected to be the same. 
Groups 48-89 are drawn to a method of producing HPIV2 viral particles having different 
mutations, growth characteristics or epitopes. Though there may be overlap between these 
methods in question for groups 48-89, each utilizes different materials and therefore the outcome 
is expected to be different. Group 90 is a method for immunizing a subject. The method of 
group 90 uses different steps from the other methods of group 48-89, thereby setting it apart. It 
differs from the other methods by utilizing different starting materials and techniques, the 
outcome would therefore not be expected to be the same. 

Inventions 48-54 and 1-7 are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make another and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case viruses can be mutated or attenuated by the prolonged incubation of the virus in cell 
culture or by chemical mutagenesis. 

Inventions 1-47 and 90 are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 
§ 806.05(h). In the instant case a subject can be immunized using isolated and inactivated viral 
compositions. In the alternative the virus particles can be used to produce proteins that can them 
be used in detection assays as well as immunization procedures. 

Claims 67 link(s) inventions of groups 1-47. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 67. Upon the 
indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1.104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Claims 67, 89 link(s) inventions of groups 3-47. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 67 and 89. Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1.104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 
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Claims 67, 70 link(s) inventions of groups 1-2. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 67 and 70. Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1 .104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Claims 67, 73 link(s) inventions of groups 3-6. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 67 and 73. Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1.104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Claims 67, 83 link(s) inventions of groups 7-10. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 67 and 83. Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1 .104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Claim 1 link(s) inventions of groups 48-89. The restriction requirement among the linked 
inventions is subject to the nonallowance of the linking claim(s), claim 1 . Upon the indication of 
allowability of the linking claim(s), the restriction requirement as to the linked inventions shall 
be withdrawn and any claim(s) depending from or otherwise requiring all the limitations of the 
allowable linking claim(s) will be rejoined and fully examined for patentability in accordance 
with 37 CFR 1.104 Claims that require all the limitations of an allowable linking claim will be 
entered as a matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 CFR 1.116; 
amendments submitted after allowance are governed by 37 CFR 1.312. 

Claims 1 and 27 link(s) inventions of groups 55-89. The restriction requirement among 
the linked inventions is subject to the nonallowance of the linking claim(s), claims 1 and 27. 
Upon the indication of allowability of the linking claim(s), the restriction requirement as to the 
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linked inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all 
the limitations of the allowable linking claim(s) will be rejoined and fully examined for 
patentability in accordance with 37 CFR 1.104 Claims that require all the limitations of an 
allowable linking claim will be entered as a matter of right if the amendment is presented prior to 
final rejection or allowance, whichever is earlier. Amendments submitted after final rejection are 
governed by 37 CFR 1.116; amendments submitted after allowance are governed by 37 CFR 
1.312. 

Claims 1, 9 link(s) inventions of groups 50-53. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 1 and 9. Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1 .104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Claims 1,21 link(s) inventions of groups 54-58. The restriction requirement among the 
linked inventions is subject to the nonallowance of the linking claim(s), claims 1 and 21 . Upon 
the indication of allowability of the linking claim(s), the restriction requirement as to the linked 
inventions shall be withdrawn and any claim(s) depending from or otherwise requiring all the 
limitations of the allowable linking claim(s) will be rejoined and fully examined for patentability 
in accordance with 37 CFR 1 .104 Claims that require all the limitations of an allowable linking 
claim will be entered as a matter of right if the amendment is presented prior to final rejection or 
allowance, whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

Applicant(s) are advised that if any claim(s) including all the limitations of the allowable 
linking claim(s) is/are presented in a continuation or divisional application, the claims of the 
continuation or divisional application may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. Where a restriction 
requirement is withdrawn, the provisions of 35 U.S.C. 121 are no longer applicable. In re 
Ziegler, 443 F.2d 121 1, 1215, 170 USPQ 129, 131-32 (CCPA 1971). See also MPEP § 804.01. 
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Because these inventions are distinct for the reasons given above, have acquired a 
separate status in the art as shown by their different classification, and the literature and sequence 
searches required for each of the Groups are not required for another of the Groups, restriction 
for examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed a nonelected 
process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 1 12. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Agnieszka Boesen whose telephone number is 571-272-8035. 
The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell can be reached on 571-272-0974. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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